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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SPORTS MACHINE, INC
d/b/a Bike Source :

Opposer
L ~ Opposition No.: 122,948
V. | v

: , o Application No.: 76/035,008
MIDWEST MERCHANDISING, INC. - ‘

Applicant "~

S . I S
e v v o e e a e
[ too : B W

SPONDING TO APPLICANT'S REPLY TO OPPOSER'S

Because thereis no b;r.ovisien‘ih?th’e Trademark Rules of Practice for the filing of
reply briefs on motiorns andgthe fact that the Board discourages such filings (TBMP
§502.03), Opposerjwes surprfi:ised tobreﬂeeiye a copy of one filed by the AppTicant. Because
it contains several mi_estatements of tﬁe Ia\Tv and of Opposer’s legal stanee, and because
Applicant is seeking a"preempfto'ry entryfof,jud'gment,' Opposer feels compelled to file this
brief response. » | P

First, Oppeser objects to the pfesumptuous tone of Applicant's reply brief.
Originally, Applicaht opposed | ;consolidatioh‘ of-this proceeding With Cancelletion No. 30,578
(see Exhibit A, Apphcant‘s Memorandum m Opposntuon to Opposer's Motion to Consolidate
Proceedings), argumg that "There Would be Little Harm, Burden or Prejudice in Allowing

the Two Proceedings to Pen'd Separately.” Now, however, Applicant is seeking to have

the present Opposition preemptorily decided in its favor, thereby denying Opposer the right




to pursue the present.Opposi_:tion, whereby the Board will consider whether Applicant
should own a registration for thr_ie mark BIKESO_URCE,Vin ah-y form, not merely the stylized
mark. The registrattoh oresehtty sought wQUId confer upon Applicant broader rights than
it presently has under'the registratioh it owns. Opposer seeks resumption of the opposition
proceedings so it'rr_ray oppose; such registration. v

Secondly,’the Board's .decis_ion |n canoellation No. 30,578 concerned the stylized
BIKESOURCE mark, Conside%red in its entirety. The fact that the stylized mark was ot
considered to be descriptive and unregisterable does not mean the Board would
automatically find that the mark BIKESOURCE in block, or other Iettering, is registerable
on the Principal Regrster The Board rriay very well have felt that the stylized mark
projected a separate commercral impression due to its distinctive Iettenng, with the larger
"B" and "S". Those dlstmctlve elements are_not present in the word mark by itself.

Thirdly, Apolicant is u;sing the-:mark on retail store fronts, where it performs the
function of a trade name.’ Trade names are not registerable on the Principal Register.
TMEP §1202.01. Opposer seeks to have the Board deny Applicant's application to register
the term BIKE SOURCE in any form, for retail bicycle services. Since a nhumber of bicycle
retailers have sought to use the words "brke" -and "source" as part of their trade names, the
Board may well fi nd that the words alone. do not belong on the Pnncrpal Register.

Fourth, Applrcant has made much of the fact that the Board did not require a
disciaimer of the t'errh “bikesg}drce". However, under TMEP 15213.05(a), a compound word

mark such as BIKESOURCE is "considered unitary, and a disclaimer of a component will

1Opposer uses BIKE SOURCE, in a different stylized font, as its trade name. Any common law rights
stem from its distinctive presentation of the words, with the half wheel attached to the initial letter "B".
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not be required unless the mérk is :appropﬁatély presented in the applicétion in a typed
drawing as two or; mofe sergaraté wc;r_ds;“ The Board's aétions are consistent with
Trademark Office practlce * T | |

Finally, Appllcant has quoted and called inaccurate, a comment from Opposer's
previous answer,_that 'not eyery serwce-mark is entitled to reglstratlon on the Principal
Register, yet can :still‘ fuﬁctio;n as a sjcfafvice mark." How can Applicant disagree? For
example, a trade;m’ark: or servnce mark which ié not used in interstate or foreign commerce
is not entitled to régistration; yiet can still ifuncti“on as a service mark in its géographical area
of use! Further, the VTMEP isﬂ‘ full of other grounds for refusing registration of marks.

WHEREFCRE, Opr:ser requests thre Board to resume the present opposition
proceeding and’ td dény Apéjicant's rri'o.tio'n fof entry of judgment in favor of Applicant.

¥ - v, Respectfully Submitted, |
-SPORTS MACHINE INC., d/b/a Bike Source,

by its attorney ~
Mz ) G—@b‘_{
Mary J. Gaskih

Annelin & Gaskin
2170 Buckthorne Place, #220
" “The Woodlands, Texas 77380.
o - - Phone: (281)363 9121
Date: Aprit /|, 2003 “ Fax: (281)363-4066

The under'signed-heréby certifies that this motion is being deposited in the United States

Postal Service, as first class mail, in an envelope addressed to: Assistant Commissioner for
Trademarks, BOX TTAB - NO FEE, 2900 Crystal Drive, Arlington, VA 22202-3513, on April 1 !

2003.
By: /”k (TN “t - C‘L«z//‘-—\_

(Mary J. Gaskin




CERTIFICATE OF SERVICE

| hereby certify that the foregoing OPPOSER'S ANSWER TO APPLICANT'S REPLY
TO OPPOSER'S ANSWER TO APPLICANT'S MOTION TO RESUME PROCEEDINGS
AND ENTER JUDGMENT UNDER TBMP 510.02(b) was served on counsel for Applicant,
this _) I*t4- day of April, 2003, by mailing a true copy thereof via First Class U.S. Mail,
postage prepaid,-addressed to Roger A.-Gilcrest, Standley & Gilcrest, L.L.P., Attorney for
Registrant, 495 Metro Place South, Suite 210, Dublin, Ohio 43017-5319.

Mase, Y Gado

"Marf/ J [Gaskin

orsmrp.trd




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
i~ A ’ . -

SPORTS MACHINE, INC.,
d/b/a/ Bike Source,

04-14-2003

U.8. Patent & TMOfc/TM Mail Rept Dt. #11

 Opposer, '
: _— Opposition No.: 122,948

V. ‘
Application No. 76/035,008

MIDWEST MERCHANDISING, INC.,

ke ke leo bofboeo bhe bs ba hoa oo

Applicant. -

PPLICANT'S MEMORANDUM IN.-OPPOSITI » ER’
M TO CONSOLLI EED 4

~ Applicant, Midwest'f:\/lerchandising,, Inc., hereby Opposes Opposer’s
Motion to consoli,date- thé:subject proceedings (the "Opposition”) with those in
Cancellation No. 30,578 (the “Cancellation”).
Basis of Motion |
Opposef’s Motion cites TBMP § 1214. However, this section only governs
consolidation of ex parte appeals.
Consolidation of inter pan‘espfoceédings is governed by TBMP § 511 and
Fed. R. Civ. P. 42(a). Section 511 provides:
In determining whether to consolidate proceedings, the Board will weigh |
the savings in_time, effort, and expense which may be gained from
consolidation, against any prejudice or inconvenience which may be
~ caused thereby. (emphasis added).

Opposer's motion sh‘ould also be denied, as if is not accompanied by a

Brief as required by 3 C.F.R. 2.127(a).

EXH\E T A"




Opposer's Motion IS brought éfter Applicant's discovery and testimony
periods have closed. ‘Th‘er,‘;)nly festirﬁony-period remaihing is Opposér’s rebuttal
period in the Ca'ncellatiofn (whiéh closes August 15, 2001).  Accordingly,
Applicant will have no further opportunity to adduce testimony on the allegations
and issues first introaucéd in the VNotiCe of Opposition. In contrast, if this
proceeding is consolidated" with-the. pen'ding Cancellation, only Oppoéer will have
the opportunity to adducég_festimony regardihg.the consolidated proceeding post-
consolidation. See TBMP—§ 511; Lever Brbfbers Co. v. Shaklee Corpf, 214 USPQ
654 (TTAB 1’982) »(conso;fidation denied ‘where one case was just 'in'pleadingv
stage, and testimony peridds had expired in other).

As described be!ow, Oppos_evr’s' vpleadings raise issues or allege facts that
are different than those éet forth—: inri‘trs Petition for Cancellation. Accordingly,
a‘llowing the-Oppbsition{o‘rémain pending will permit Applicant, to properly
cohduct discovery and ad}iuce» anyﬁne'ce__sséry testimony on the new issues ahd

allegations raised. See discussion below.

As pointed out in Applicant’sﬂ Answer, Opposer's pleadings in the subject

Opposition are substéntii}ely different than those in the Cancellation, and have
raised issues or alleged facts not raised or different than those in the

Cancellation.




Although the Petition for:C_:anc,;ellation was brought based Upon Lanham
Act Section 2(e)(1) (15 US.C. § 1052(e)(1)), Opposer plead that it s the “owner
of common law rights in the' service mark Bike Source, which it has used
continuously' iﬁ the State 6f Tekas since 1994, to identify its retail stores its retail
stores for blcycles and reiated equnpment" (emphasns added; i.e., referring to the
words BIKE SOURCE as a service mark WIthout regard to form) See Exhibit A.

In contrast, Oppo,sefs. Notice of Opposition (also based on Section
2(e)(1)) pleads that Oppozser is thé “owner of common .law rights in a épecial form
of the service ma}k BikejSourée, which it has used continuously ln the State of |
Texas since 1994, toid:'entify_r its reféil 'stbres its retail stores for bicycles and
related equipment” (emphasis added; i.e., referring to BIKE SOURCE Vas a
servicé mark in an unidéntiﬁed “épecial forh")._ However, that “special form” is
not identifi ed- See Exhib?t B. HoweVér to the intent understood, it appears that
|ts stylized form of Opposer’s two-word BIKE SOURCE mark was not used until
some time just prior to July 31, 2000 See Exhibit C, Responses to lnterrogatory
2d. and Interrogatory 6d. Accordmgly, Apphcant will require time to discover the
basis of this apparently mconsnstent allegation.

The former alleéétiOn would appéar to be directly inconsistent with
Opposer’s position in tr{e Cancellation, as the same words “bike” and “source”
that are found in Appli_c'afmt’s Amai'kian'd ‘are alleged to be merely descriptive, are

also precisely the samefWord's forming Opposer's alleged service mark in which it

- claims common law rights. indeed, this allegation »appears to be dispositive of

the Cancellation because to allege common law rights in a mark constitutes an




inherent admission that tihat mark’has 'secondary meaning, which in turn is
antithetical to a claim of m;-:-re describfi?ehess.

The latter allegatior‘;’ appears todrebresent Ha substantive change in position
by limiting the allegation '.fof comrﬁon law rights -only to ah unspecified special
form of BIKE ‘SOURCE; To_tﬁe extent understood, this would appear to
reference a sfyIiZed formfof Ofpposer's mark that was recently changed from a
one-word formto a two-w'e'rd form.

Furthermo_re, :Opbfoser'e Motion: contains a request that the Board
consolidate -the ' sub‘j‘ect - proceedings “for a  determination of
Applicant's/Registrant’s r:i.ghtsvto the service mark in both the special and the
word form.” See Exhibit D ’ e

Oppo'sel_’e allegajtion _that - BIKESOURCE is Applicant's/Registrant’s
service mark fn beth- “special" (i.e. apparently referencing a stylized script) and
word form is first made in the Opposmon This allegation is directly inconsistent
with the allegation of mere descrlptlveness on whach the Cancellation is based
Without an opportunlty to fully dlscover the basis upon which this allegatlon is
made, Applicant would be prejudlced

Furthermore, thts_;allegatlon, coupled with Opposer’s allegation of its own
common Iaw'i'ights, app‘ears-rto‘raise issues of concurrent use not before the |
Board in the Ceﬁceilatioé. Discovery weuld be necessary to explore the basis of
any claims not propeﬂy ;_:J:I}ead; |
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OppOser': has contiiiued to. make changes in the form of i;s mark as
reflected in the éttached SiUpplemental Response to Applicants Interrogatories in
the Cancellatioh. See Exh:ibit E - |

This Subplemental?Responsé Was not sérved upon Applicant until June
1.2, 2001 (by mail) well aftér the close _ofOp_po_s‘er's} testimony period and well into
Applicant’s testimony peﬁbd. even thoug'h at least one of the newly disclosed
some of the newly disclos;,\d doburhents existed for at least about six weeks prior
to disclosure (see the change of fictitious name document that was created on
May 4, 2001). : | |

~ Without t’hepossibfiify of addiiionai .discovery in the Oppoéition, Appiican{

will not be able to properI)f» examine these newly produced items.

There Would be Little -Harm, BUrd‘en' or‘ Prejudice _in_Allowing the Two
Proceedings to Pend §gpg" rately

Even if the Canceliation énd‘Opposition pend separately, there would be
little additional harm, burden or prejudice fo Opposer.

If the Canc'ellation-iis reso!yéd in éith'ér parties’ favor, it is likely that this
~ would resolve the opposi_{ion ih favor of that same party. Accordihgly, because
the Cancellation is in suc‘h advanced stége, there is effectively }10 difference in
allowingv the two actibnsfio continue on parallel paths. That is, if the issue of
mere descriptiveness is qecided in t.he Céncellation, this will likely dfspose of the
Opposition as res judicéta eveﬁ f this ‘. issue is not formally heard in the
consolidated C_ancellatioh/Oppositidn. The Board need only be advised of the

result.




Applioanthotes however, that the registered mark in the Cancellation is in
a stylized form: while the -irnark in the Opposition is in a block Ietter form.

Oppos_er is appar;antly satisﬁect with the discovery and testimony it has
obtained to date, althougt:t it still has the benefit of putting on additional testimony
during its upcoming rebuttal testintony period. Accordingly, it would appear that
there would be no burden on Opposer for having to conduct addmonal dlscovery
or adduce addmonal testlmony In contrast, Applicant would be left with no
opportunity to conduct dlscovery or adduce testimony regarding the new legal
and factual issues raised. by the Opposmon pleadings and the changmg factual
environment. Accordmgly, balancmg the harm or prejudice to either side shows
that consolldatlon would effectrvely prevent Applicant having the opportunity to |
explore any new issues ralsed in the Opposition pleadings.

By companson whrle there -may be additional expense to both sides,
Opposer brought the Opposrtron and thus Opposer should expect that its
allegations would be falrly challenged through additional discovery or testlmony
The balance of expense for effort should therefore fall either equally on both
parties, or disapportionally on Applicant who is now forced to respohd to and
defend the subject Opposition; o |
Conclusion |

In view of the foregloingr,‘Applicent respectfully requests that Opposer’s
motion be denied as prejodicial to Applica'nt as both as untimely brought with
respect to the progress of the Cancellation, and in light of the new legal and

factual issues raised by the pleadings and record to date.




- Re_spectfully submitted,

- MIDWEST MERCHANDISNG, INC.

\q&/; /Z? Joos .
Date / ~ Roger A/Gilcrest
: : 9 o STANDLEY & GILCREST LLP
Attorneys for Applicant
- 495 Metro Place South, Suite 210
~ Dublin, Ohio 43017-5319
Telephone: (614) 792-5555
‘Facsimile:  (614) 792-5536

: CERTIFICATE OF FIRST CLASS MAIL

K}sereby certlfy that this correspondence is being sent via first class mail, postage prepaid this
L ay of July, 2001 to Assistant Commissioner of Trademarks, B;);j‘r AB (NO FEE), 2900

Crystal Drive, Arhngton V|rg|ma 22202-3513. 5 p
v L2 Wdor ). W

Kim B. Powers

CERT RV

The undersigned hereby certifies that a true and accurate copy of the
foregoing APPLICANT'S MEMORANDUM IN OPPOSITION TO OPPOSER'S
MOTION TO CONSOLIDATE PROCEEDINGS was sent U.S. Mail, postage pre-
paid this _L day of July, 2001 to Mary J. Gaskin, Esq., Attorney for Opposer,

’i Sports Machine, Inc., Annelin & Gaskin, 2170 Buckthorne Place, Suite 200, The

B Iy

RogepA. Gilcrest
-STANDLEY & GILCREST LLP
Attorneys for Applicant

495 Metro Place South, Suite 210
Dublin, Ohio 43017-5319
Telephone: (614) 792-5555
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Opposer, Sboﬁs Mact;iné, Inc:, by .its.attorney, hereby is compelléd to respond to
Applicant's brief m reply to 'bpposer‘s previ—"ously filed answer to Appliéant’s Moation to
Resume Proceed'i_hgs; and-E-rgg\-ter Judé_meht Under TBMP 510.02(b). :

A memor_"a':r;duni brief—-frespéndinéto Applicant's‘ motidn, as requiréd by 37 C.F.R.
2.127(a), is attac_h}ed.ﬁ .

Respectfully submitted: -

~

Date: Lﬁ/”,D‘\B | - | : _&M/ \7\64,“[«_,

Mary J. Gdskid ¢
Patent Attorney -
Registration No. 30,381. . T
2170 Buckthorne Pl., Suite 220 :+
The Woodlands, Texas 77380
Phone: (281)363-9121 -
Fax: (281)363-4066




